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Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH (S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 
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• Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S. C. § 133). 

Any reply received by the Office later than three months after the mailing date of this communication, even if timely tiled, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I) S Responsive to communication(s) filed on 03 August 2007 . 
2a)E3 This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) E3 Claim(s) 7-5 and 7-13 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) 03 Claim(s) 1-5 and 7-13 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

II) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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DETAILED ACTION 

1. Amended claims 1-5 and 7-13 of U.S. Application No. 10/573,473, filed on 
08/03/2007, are presented for examination. Claim 6 has been cancelled. 

Claim Rejections - 35 USC § 103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2, 5 and 11-12 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over Kimura et al (U.S. Patent No. 5,672,978). 

In re claim 1 , Kimura '978 discloses in figure 9 an inspection apparatus for circuit 

board for inspecting the electrical properties of a circuit board (61 ) having a plurality of 

electrodes to be inspected (62) arranged in lattice, which comprises 

an adaptor (63) having a wiring board (66) for connection, on the front surface of 

which a plurality of connecting electrodes (64) have been formed in accordance 

with a pattern corresponding to a pattern of the electrodes to be inspected of the 

circuit board (61), which is an object of inspection, and an anisotropically 

conductive elastomer sheet (67) arranged on the front surface of the wiring board 

(66) for connection, and a pressing pin mechanism (68, 77) arranged on the back 

surface side of the wiring board for connection in the adaptor and having a great 

number of pressing pins (69) for pressing the adaptor; 
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wherein the wiring board (66) for connection in the adaptor is capable to be 
curved (given that it is arranged between elements 67 and 72 which have elastic 
properties) in such a manner that when the adaptor (63) is held under pressure 
by the respective pressing pins (69) in the pressing pin mechanism (68, 77) and 
the respective electrodes to be inspected (62) of the circuit board (61 ), which is 
the object of inspection, portions being applied with the pressing force by re 
respective pressing pins (69) and the respective electrodes to be inspected (62) 
are shifted in the pressing direction. 

FIG. 9 



74 65 
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Kimura '978 does not specifically teach arranging the pressing pins in such a 
manner that at least one pressing pin is located within a rectangular region partitioned 
by linking central point of four adjacent connecting electrodes in the wiring board for 
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connection when the pressing pin mechanism and the adaptor are seen through in a 
thickness-wise direction thereof. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to have rearranged the pressing pins in a manner as to 
have at least one located within a rectangular region partitioned by linking central point 
of four adjacent connecting electrodes in the wiring board, since this would provide a 
uniform pressing force to allow a better connection for the electrodes and since it has 
been held that rearranging part of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. In addition, it has been held that the recitation that an element is 
"capable of performing a function is not a positive limitation, but requires only the ability 
to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 

Regarding claim 2, Kimura '978 discloses, on the back of the wiring board (66) 
for connection in the adaptor (63), a terminal electrode (65) electrically connected to the 
connecting electrode (64) is arranged at a pressing position by at least one specified 
pressing pin (69), and an inspection electrode (contained in element 69) is formed on 
the tip of the pressing pin pressing the pressing position at which the terminal electrode 
is arranged. 

In re claim 5, Kimura '978 discloses the circuit board (61), which is an object of 
inspection, having projected electrodes to be inspected (62). 

As of claim 1 1 , Kimura '978 discloses an inspection apparatus capable of 
performing an inspection process for circuit board (61 ) for inspecting the electrical 
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properties of a circuit board (61) having a plurality of projected electrodes to be 

inspected (62) arranged in a lattice, which comprises 

using an adaptor (63) having a wiring board (66) for connection and an 
anisotropically conductive elastomer sheet (67) arranged on a front surface of the 
wiring board (66) for connection, and a pressing pin mechanism (68, 77), on 
which a great number of pressing pins (69) for pressing the adaptor have been 
arranged, and comprises the steps of: 

arranging the adaptor (63) on the circuit board (61 ), which is an object of 
inspection, so as to bring the anisotropically conductive elastomer sheet (67) 
thereof into contact with the circuit board (61 ) 

pressing the adaptor (63) by the respective pressing pins (69) of the pressing pin 
mechanism (68, 77) to bring the anisotropically conductive elastomer sheet (67) 
in the adaptor (63) into contact under pressure with the electrodes to be 
inspected (62) of the circuit board (61), thereby attaining an inspectabel state that 
each of the electrodes to be inspected (62) of the circuit board (61) have been 
electrically connected to a tester, 

wherein the wiring board (66) for connection in the adaptor is capable to be 
curved (given that it is arranged between elements 67 and 72 which have elastic 
properties) in such a manner that portions being applied with the pressing force 
by the respective pressing pins (69) and the respective electrodes to be 
inspected (62) are shifted in the pressing direction. 
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Kimura et al does not specifically disclose the pressing pin mechanism arranged 
in such a manner that at least one pressing pin is located within a rectangular region 
partitioned by linking central points of adjacent four electrodes to be inspected in the 
circuit board. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to have rearranged the pressing pins in a manner as to 
have at least one located within a rectangular region partitioned by linking central point 
of four adjacent connecting electrodes in the wiring board, since this would provide a 
uniform pressing force to allow a better connection for the electrodes and since it has 
been held that rearranging part of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. In addition, it has been held that the recitation that an element is 
"capable of performing a function is not a positive limitation, but requires only the ability 
to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 

With respect to claim 12, Kimura et al discloses a wiring board (66) for 
connection for intervening between a circuit board (61) having a plurality of electrodes 
to be inspected (62) arranged in lattice and a tester (76) to inspect the electrical 
properties of the circuit board (61 ), which comprises 

a plurality of connecting electrodes (64) formed in accordance with a pattern 
corresponding to a pattern of the electrodes to be inspected (62) of the circuit 
board (61 ), which is an object of inspection, on a front surface thereof and a 



Application/Control Number: 10/573,473 Page 7 

Art Unit: 2829 

plurality of terminal electrodes (65) electrically connected to the connecting 
electrodes on a back surface thereof, and 

when connecting electrodes (64) and terminal electrodes (65) are pressurized, 
portions being applied with a pressing force are capable to be curved (given that 
it is arranged between elements 67 and 72 which have elastic properties) so as 
to be shifted in the pressing direction. 

Kimura '978 does not specifically teach arranging the pressing pins in such a 
manner that at least one pressing pin is located within a rectangular region partitioned 
by linking central point of four adjacent connecting electrodes in the wiring board for 
connection when the pressing pin mechanism and the adaptor are seen through in a 
thickness-wise direction thereof. 

However, it would have been obvious to a person of ordinary skill in the art at the 
time the invention was made to have rearranged the pressing pins in a manner as to 
have at least one located within a rectangular region partitioned by linking central point 
of four adjacent connecting electrodes in the wiring board, since this would provide a 
uniform pressing force to allow a better connection for the electrodes and since it has 
been held that rearranging part of an invention involves only routine skill in the art. In re 
Japikse, 86 USPQ 70. In addition, it has been held that the recitation that an element is 
"capable of performing a function is not a positive limitation, but requires only the ability 
to so perform. It does not constitute a limitation in any patentable sense. In re 
Hutchinson, 69 USPQ 138. 
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Claims 3-5 and 13 are rejected under 35 U.S. C. 103(a) as being unpatentable 
over Kimura '978 in view of Shimoda et al (U.S. Patent No. 6,297,652 B1) 

With respect to claim 3, Kimura '978 discloses in figure 9 an inspection apparatus 
for circuit board for inspecting the electrical properties of a circuit board (61 ) having a 
plurality of electrodes to be inspected (62) arranged in lattice, which comprises 

an adaptor (63) having a wiring board (66) for connection, an anisotropically 
conductive elastomer sheet (67) arranged on the front surface of the wiring board 
(66) for connection, and a pressing pin mechanism (68, 77) arranged on the back 
surface side of the wiring board for connection in the adaptor and having a great 
number of pressing pins (69) for pressing the adaptor, and 
wherein the wiring board (66) for connection in the adaptor is capable to be 
curved (given that it is arranged between elements 67 and 72 which have elastic 
properties) in such a manner that when the adaptor (63) is held under pressure 
by the respective pressing pins (69) in the pressing pin mechanism (68, 77) and 
the respective electrodes to be inspected (62) of the circuit board (61 ), which is 
the object of inspection, portions being applied with the pressing force by re 
respective pressing pins (69) and the respective electrodes to be inspected (62) 
are shifted in the pressing direction. 

Kimura '978 does not specifically disclose plural pairs of connecting electrodes 
each composed of a connecting electrode for current supply and a connecting electrode 
for voltage measurement formed in a pattern corresponding to a pattern of the 
electrodes to be inspected of the circuit board and having the pressing pins in the 
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pressing pin mechanism arranged in such a manner that at least one pressing pin is 
located within a rectangular region partitioned by linking central points of adjacent four 
pairs of connecting electrodes in the wiring board. 

However, Shimoda '652 does teach in figure 27 the use of plural pairs of 
connecting electrodes each composed of a connecting electrode for current supply (32) 
and a connecting electrode for voltage measurement (33) arranged in a pattern 
corresponding to a pattern of the electrodes to be inspected (4) of the circuit board (1 ). 




It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified the connecting electrodes of Kimura et al using 
plural pairs of connecting electrodes, each composed of a connecting electrode for 
current supply and a connecting electrode for voltage measurement as taught by 
Shimoda et al, in order to provide an apparatus which can perform measurement of 
electrical resistance on electrodes to be inspected with high precision without damaging 
such electrodes. It would have also been obvious to one of ordinary skill in the art at the 
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time the invention was made to have rearranged the pressing pins in a manner as to 
have at least one located within a rectangular region partitioned by linking central point 
of adjacent four pairs of connecting electrodes in the wiring board, since this would 
provide a uniform pressing force to allow a better connection for the electrodes and 
since it has been held that rearranging part of an invention involves only routine skill in 
the art. In re Japikse, 86 USPQ 70. In addition, it has been held that the recitation that 
an element is "capable of performing a function is not a positive limitation, but requires 
only the ability to so perform. It does not constitute a limitation in any patentable sense. 
In re Hutchinson, 69 USPQ 138. 

As of claim 4, Kimura '978 discloses on the back of the wiring board (66) for 
connection in the adaptor (63), terminal electrodes (65) arranged at pressing position by 
at least one specified pressing pin (69) selected from among all the pressing pins, and 
inspection electrodes (contained in element 69) formed on the tip of the pressing pin 
pressing the pressing position at which the terminal electrodes are arranged. 

Kimura et al does not disclose the terminal electrodes on the back surface of the 
wiring board connected to any ones of the connecting electrodes for current supply and 
the connecting electrodes for voltage measurement. 

However, Shimoda '652 does disclose terminal electrodes (31a) arranged in 
such a way as to be electrically connected to any ones of the connecting electrodes for 
current supply (32) and for voltage measurement (33). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified the connecting electrodes of Kimura et al using 
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plural pairs of connecting electrodes, each composed of a connecting electrode for 
current supply and a connecting electrode for voltage measurement as taught by 
Shimoda et al, in order to provide an apparatus which can perform measurement of 
electrical resistance on electrodes to be inspected with high precision without damaging 
such electrodes. 

In re claim 5, Kimura '978 discloses the circuit board (61 ), which is an object of 
inspection, having projected electrodes to be inspected (62). 

As of claim 13, Kimura '978 teaches a wiring board (66) for connection for 
intervening between a circuit board (61 ) having a plurality of electrodes to be inspected 
(62) arranged in lattice and a tester (76) to inspect the electrical properties of the circuit 
board (61) 

when connecting electrodes (64) and terminal electrodes (65) are pressurized, 
portions being applied with a pressing force are capable to be curved (given that 
it is arranged between elements 67 and 72 which have elastic properties) so as 
to be shifted in the pressing direction. 

Kimura '978 does not specifically disclose plural pairs of connecting electrodes 
each composed of a connecting electrode for current supply and a connecting electrode 
for voltage measurement formed in a pattern corresponding to a pattern of the 
electrodes to be inspected of the circuit board and having the pressing pins in the 
pressing pin mechanism arranged in such a manner that at least one pressing pin is 
located within a rectangular region partitioned by linking central points of adjacent four 
pairs of connecting electrodes in the wiring board. 
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However, Shimoda '652 does teach in figure 1 the use of plural pairs of 
connecting electrodes each composed of a connecting electrode for current supply (32) 
and a connecting electrode for voltage measurement (33) arranged in a pattern 
corresponding to a pattern of the electrodes to be inspected of the circuit board (1 ). 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have modified the connecting electrodes of Kimura et al using 
plural pairs of connecting electrodes, each composed of a connecting electrode for 
current supply and a connecting electrode for voltage measurement as taught by 
Shimoda et al, in order to provide an apparatus which can perform measurement of 
electrical resistance on electrodes to be inspected with high precision without damaging 
such electrodes. It would have also been obvious to one of ordinary skill in the art at the 
time the invention was made to have rearranged the pressing pins in a manner as to 
have at least one located within a rectangular region partitioned by linking central point 
of adjacent four pairs of connecting electrodes in the wiring board, since this would 
provide a uniform pressing force to allow a better connection for the electrodes and 
since it has been held that rearranging part of an invention involves only routine skill in 
the art. In re Japikse, 86 USPQ 70. In addition, it has been held that the recitation that 
an element is "capable of performing a function is not a positive limitation, but requires 
only the ability to so perform. It does not constitute a limitation in any patentable sense. 
In re Hutchinson, 69 USPQ 1 38. 
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Claims 7-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kimura '978 as applied to claim 1 above, and further in view of Kimura et al (U.S. 
PGPub No. 2002/0060583 A1 ). 

In re claim 7, Kimura '978 discloses the claimed invention as discussed above 
except for teaching how the anisotropically conductive elastomer sheet is arranged. 

However, Kimura '583 discloses in figure 1 the anisotropically conductive 
elastomer sheet (10) obtained by containing a great number of conductive particles (P) 
exhibiting magnetism in an elastic polymeric substance (page 3, paragraph [0051]), and 
the conductive particles are oriented so as to align in a thickness-wise direction of the 
sheet (10), thereby forming a plurality of chains by the conductive particles. 

Fig, 1 




It would have been obvious to one having ordinary skill in the art at the time the 
invention was made to have obtained the anisotropically conductive elastomer sheet as 
taught by Kimura '583 in order to obtain a sheet capable of retaining the required 
conductivity over a long period of time achieving a long service life. 

Regarding claim 8, Kimura '583 discloses the anisotropically conductive 
elastomer sheet is such that chains by the conductive particles are formed in a stated 
dispersed in a plane direction (page 3, paragraph [0051]). 
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It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have provided the invention with an anisotropically conductive 
elastomer sheet as the one disclosed in Kimura '583 in order to provide a sheet capable 
of executing inspection of a device with high efficiency and stably retaining a good 
electrically connected state. 

With respect to claim 9, Kimura '583 teaches the anisotropically conductive 
elastomer sheet having a thickness of 0.03mm-2mm, which reads on the claimed range 
of 30-300um. 

It would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to have provided the invention with an anisotropically conductive 
elastomer sheet as the one disclosed in Kimura '583 in order to provide a sheet capable 
of retaining the required conductivity over a long period of time even when it is used 
repeatedly over many times and so a long service life can be achieved owing to its high 
durability. 

As of claim 10, Kimura '978 discloses the adaptor (63) having an anisotropically 
conductive sheet (71 ) arranged on the back surface of the wiring board (71 ) for 
connection. 

Response to Arguments 

3. Applicant's arguments filed 08/03/2007 have been fully considered but they are 
not persuasive. 
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Applicant argues in page 9, lines 5-1 0, that even if the sheets disclosed in 
Kimura '978 have "elastic properties", there is no evidence the board is capable of being 
curved. 

Examiner respectfully disagrees. Applicant is reminded that the recitation that an 
element is "capable of performing a function is not a positive limitation but only requires 
the ability to so perform. As stated above, it does not constitute a limitation in any 
patentable sense. Also, one of ordinary skill in the art would be able to recognize that 
wiring boards are capable of being bended, which by definition is to force an object, 
especially a long thin one, such as a wiring board, from a straight form into a curved or 
angular one (The American Heritage® Dictionary of the English Language, Fourth 
Edition Copyright © 2006 by Houghton Mifflin Company and Dictionary.com Unabridged 
(v 1.1) Based on the Random House Unabridged Dictionary, © Random House, Inc. 
2006). Consequently, the wiring board is capable of being curved, since it possesses 
the ability to do so. 

Conclusion 

4. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

5. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joshua Benitez whose telephone number is 571-270- 
1435. The examiner can normally be reached on M-Th, 7:30-5:00; F, 7:30-4:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ha Nguyen can be reached on 571-272-1678. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Joshua Benitez 
September 24, 2007 



SUPERVISORY 




